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WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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eamed patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)13 Responsive to communication(s) filed on 20 September 2006 . 
2s)M This action is FINAL. 2b)n This action is non-final. 

3) 0 Since this application is in condition for allowance except for fomnal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 13-72 and 14-30 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) 13 Claim(s) 1.3-5.10.12. 14-16,21 ancf 23-25 is/are reiected. 

7) 13 Claim(s) 6-9,11, 17-20.22 and 26-30 is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) 13 The drawing(s) filed on 28 July 2003 is/are: a)l3 accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet{s) including the con-ection is required if the drawing(s) is objected to. See 37 CFR 1121(d). 

11) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action orfomi PTO-152. 

Priority under 35 U.S.C. § 1 1 9 
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1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

1 . This office action is in response to the amendment filed on 9/20/2006. 

Claim Rejections - 35 USC §102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed pubhcsation in this or a foreiga country or in pubhc use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

3. Claims 1, 3, 12, 14 and 21 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Pyatov (US 4,823,886). 

With regard to claims 1 and 12, the reference of Pyatov discloses a tool (10) comprising: 
a body (12, 14) having a chamber (38); a piston (16) within the chamber (38); a nose as shown in 
Figure 1 having a channel (22); a pin (26) within the channel (22) and physically independent of 
the piston (34 striker); a propulsion element (16) coupled to the body to propel the piston (34) 
against the pin (26); and an inherent actuation element coupled to the propulsion element (16) to 
actuate the propulsion element. The channel of Pyatov' s tool is dimensioned and capable of 
retaining a fastener the same way it is retaining the working tool, prior to actuation of the 
propulsion element. 

With regard to claim 3, the piston (34) of the tool of Pyatov has more mass as shown 
in Figure 1 , than the pin (26). 

With regard to claim 14, the piston (34) of the tool of Pyatov has more mass as shown 
in Figure 1 , than the pin (26), 
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With regard to claim 21, the actuation element must inherently include a depressible 
member as in all power tools. 

4. Claims 23-24 are rejected under 35 U.S.C. 102(b) as being anticipated by Suher 
(US 5,417,294). 

With regard to claim 23, the reference of Suher discloses a tool (10) comprising: a body 
(12) having a cyUndrical chamber (30); a primary hammer (32) movable within the chamber 
(30); a nose (28a) coupled to the body (12) and having a channel (30 bore) capable of receiving a 
fastener; a secondary hammer, physically independent of the primary hammer (32), having a pin 
(T) movable within the channel (30) during installation; an air deUvery infrastructure (valve, air) 
to propel the primary hammer (32) against the secondary hammer, to cause the pin (T) to strike a 
fastener; and an actuation element (20 trigger) coupled to the air deUvery infrastructure (valve, 
air) to actuate the propulsion element (valve, air). 

With regard to claim 24, the primary hammer (32) of the tool of Suher has more mass 
than the secondary hammer (T). 

Claim Rejections - 35 USC§103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 4 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable over Pyatov in 
view of Tanaka (US 5,437,339). 
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With regard to claims 4 and 1 5, the tool of Pyatov discloses the claimed subject matter 
except 

or at least one resilient bumper. The reference of Tanaka teaches resilient bumper (5) for 
absorbing the impulse force of the piston. Therefore, it would have been obvious to one skilled in 
the art at the time of the invention to modify the tool of Pyatov providing a bumper in order to 
absorb the impulse force of the piston. 

7. Claims 5 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable over Pyatov in 
view of Tanaka (US 5,437,339) as apphes to claim 4 and further in view of McCloud (US 
3,114,421). 

With regard to claims 5 and 16, the modified tool of Pyatov lacks a tip adapter within the 
channel and having an interior bore within which the pin is movable. The reference of McCloud 
teaches a tip adapter (52) within the channel of the outer portion of the nose portion and having 
an interior bore as shown in Figure 1 . Therefore, it would have been obvious to one skilled in the 
art at the time of the invention to provide the tool Pyatov with the adapter including a bore as 
taught by the reference of McCloud in order to engage different tool bits. 

8. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Pyatov in view of 
Obergfell et al. (US 3,858,781). 

With regard to claim 10, the tool of Pyatov discloses the claimed subject matter except 
the actuation element's depressible member moving within the channel. 

The reference of Obergfell teaches an actuation element (48) including a depressible 
member (100) for engaging the workpiece prior to nailing the worpiece. Therefore, it would have 
been obvious to one skilled in the art at the time of the invention to provide the tool of Pyatov 
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with depressible member moving within the nose channel as taught by Obergfell in order to 
prevent accidental actuation before the tool is engaged with the workpiece. 

9. Claim 25 is rejected under 35 U.S.C. 103(a) as being unpatentable over Suher in view of 
in view of McCloud (US 3, 1 14,42 1). 

With regard to claim 25, the tool of Suher discloses the claimed subject matter but lacks 
a tip adapter within the channel and having an interior bore within which the pin is movable. 

The reference of McCloud teaches a tip adapter (52) within the channel of the outer 
portion of the nose portion and having an interior bore as shown in Figure 1. 

Therefore, it would have been obvious to one skilled in the art at the time of the invention 
to provide the tool Suher with the adapter including a bore as taught by the reference of 
McCloud in order to engage different tool bits. 

Allowable Subject Matter 

10. Claims 6-9, 11, 17-20, 22 and 26-30 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

The following is a statement of reasons for the indication of allowable subject matter: 
The art of record considered as a whole, lone or in combination, neither anticipates nor 
renders obvious a tool, wherein the tool conq)rises a vacuum element to couple to a vacuum 
generator wherein the nose con5)rises a passage to receive vacuum from the vacuum element, 
and wherein the tip adapter conq^rises a cylindrical wall having a hole to communicate with the 
passage to receive vacuum. 

The art of record considered as a whole, lone or in combination, neither anticipates nor 
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renders obvious a tool, wherein the tip adapter comprises an additional actuation element 
coupled to the propulsion element, wherein the propulsion element is to be actuated only if both 
the actuation element and the additional actuation element are moved. 

The art of record considered as a whole, lone or in combination, neither anticipates nor 
renders obvious a tool, wherein the tool comprises a vacuum element to couple to a vacuum 
generator, wherein the vacuum element is coupled to the chamber to retract the piston when 
vacuum is applied to the vacuumi element. 

The art of record considered as a whole, lone or in combination, neither anticipates nor 
renders obvious a tool, wherein the propulsion element comprises a supply hose connection and 
a pilot hose connection to couple to a supply hose and to a pilot hose, respectively, wherein the 
supply hose connection is to provide vacuum when air within the pilot hose connection has 
greater than a predetermined pressure, and wherein the supply hose connection is to provide air 
pressure when air within the pilot hose connection has less than the predetermined pressure. 

The art of record considered as a whole, lone or in combination, neither anticipates nor 
renders obvious a tool, further comprising a vacuum element to couple to a vacuum generator, 
wherein the nose conq)rises a passage coupled to the vacuum element to receive vacuum, and 
wherein the tip adapter comprises a cylindrical wall having a hole to communicate with the 
passage to receive vacuum. 

The art of record considered as a whole, lone or in combination, neither anticipates nor 
renders obvious a tool, wherein the tip adapter comprises an additional actuation element 
coupled to the air delivery infrastructure, wherein the air delivery infrastructure is actuated only 
if both the actuation element and the additional actuation element are moved. 
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The art of record considered as a whole, lone or in combination, neither anticipates nor 
renders obvious a tool, further comprising a vacuum element to couple to a vacuum generator, 
wherein the vacuum element is coupled to the chamber to retract the piston when vacuum is 
applied to the vacuum element. 

The art of record considered as a whole, lone or in combination, neither anticipates nor 
renders obvious a tool, wherein the air delivery infrastructure comprises a supply hose 
connection and a pilot hose connection to couple to a supply hose and to a pilot hose, 
respectively, wherein the supply hose connection is to provide vacuum when air within the pilot 
hose connection has greater than a predetermined pressure, and wherein the supply hose 
connection is to provide air pressure when air within the pilot hose connection has less than the 
predetermined pressure. 

The art of record considered as a whole, lone or in combination, neither anticipates nor 
renders obvious a tool, further con5)rising a vacuum element, wherein the nose conprises a 
passage coupled to the vacuum element to receive vacuum, and wherein the tip adapter 
conq)rises a cylindrical wall having a hole to communicate with the passage to receive vacuum. 

The art of record considered as a whole, lone or in combination, neither anticipates nor 
renders obvious a tool, wherein the tip adapter comprises an additional actuation element 
coupled to the air delivery infrastructure, wherein the air delivery infrastructure is actuated only 
if both the actuation element and the additional actuation element are moved. 

The art of record considered as a whole, lone or in combination, neither anticipates nor 
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renders obvious a tool, further conqjrising a vacuum element to couple to a vacuum generator, 
wherein the vacuum element is coupled to the chamber to retract the primary hammer when 
vacuum is applied to the vacuum element. 

The art of record considered as a whole, lone or in combination, neither anticipates nor 
renders obvious a tool, wherein the air delivery infrastructure conprises a supply hose 
connection and a pilot hose connection to couple to a supply hose and to a pilot hose, 
respectively, wherein the supply hose connection is to provide vacuum when air within the pilot 
hose connection has greater than a predetermined pressure, and wherein the supply hose 
connection is to provide air pressure when air within the pilot hose connection has less than the 
predetermined pressure. 

Response to Arguments 
1 1 . Applicant's arguments filed 9/20/2006 have been fully considered but they are not 
persuasive. 

With respect to claims 1 and 12, apphcant argues that the reference of Pyatov does not 
appear to have a channel dimensioned to retain a fastener until the propulsion element is 
actuated. 

The Examiner contends that the nose channel of Pyatov' s tool is capable of retaining a 
fastener the same way it is retaining the working tool, prior to actuation of the propulsion 
element. 

The working tool flange and the tool holder are part of the support for working tool from 
falling out due to the weight of the working tool. 
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In the case of a fastener, which is much more less in weight than the working tool, the 
channel is capable of retaining the fastener. 

The reference of Pyatov is capable of disclosing a fastener if so desired. 

With respect to claims 23 and 24, applicant argues that the reference of Suher does not 
appear to have a channel dimensioned to retain a fastener until the propulsion element is 
actuated. 

The Examiner contends that the nose channel of Suher' s tool is capable of retaining a 
fastener the same way it is retaining the working tool, prior to actuation of the propulsion 
element. 

With respect to claims 4-5, 15-16 and 25, see response as set forth above, to applicant's 
argument regarding the nose channel dimensioned to retain a fastener. 

Conclusion 

12. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a), 
Applicant is reminded of the extension of time pohcy as set forth in 37 CFR 1. 136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 . 136(a) will be calculated from the mailing date of the advisory action. In no event, 
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however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

13. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nathaniel C. Chukwurah whose telephone number is (571) 272- 
4457. The examiner can normally be reached on M-F 6:00AM-2:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rinaldi Rada can be reached on (571) 272-4467, The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
AppHcation Information Retrieval (PAIR) system. Status information for published apphcations 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
NC 

November 2, 2006. 



Rinaldi I. Rada 
Supervisory Patent Examiner 
Group 3700 




